THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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WALTZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. §8 134 fromthe
examner’s refusal to allow clains 1 through 9, 11 through 15,
and 22 through 29 as anended subsequent to the final rejection
(see the anmendnent dated Mar. 7, 1996, Paper No. 9, entered as

per the Advisory Action dated Mar. 19, 1996, Paper No. 10).
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These are the only clains remaining in this application.
Clainms 5 through 9, 11 and 25 were indicated as objected to by
t he exam ner as bei ng dependent upon a rejected base clai mbut
woul d be allowable if rewitten in independent formincluding
all of the limtations of the base claimand any intervening
clains (Answer, page 7). Accordingly, clains 1 through 4, 12
t hrough 15, 22 through 24 and 26 through 29 remain under
appeal .

According to appellants, the invention is directed to a
met hod of form ng popcorn bars where unpopped and parti al
kernel s are renoved from popped popcorn, a nolten binder in
the formof a caranel syrup is coated on the popped popcorn,
this mxture is conpressed into a sheet, cooled, and cut into
bars (Brief, pages 1-2). Illustrative clains 1 and 22 are
reproduced and attached as an Appendi x to this decision.

The exam ner has relied upon the follow ng references as
evi dence of obvi ousness:

Dodge! 2,181, 109 Nov. 21, 1939

! The exam ner has failed to list this reference under
“Prior Art of record” on page 3 of the Answer but has included
this reference in the statenment of the rejection on page 4 of
the Answer. Since this reference was included in the Final
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Bel | 3, 009, 427 Nov. 21, 1961
Tay 3,958, 018 May 18, 1976

Rej ection (Paper No. 8, page 2) and discussed in the Brief
(pages 3 and 5), we hold this omssion in the Answer to be
harm ess error.
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Knecht el 4,098, 914 Jul. 4, 1978
Si nel unas 4,719, 117 Jan. 12, 1988
Ban et al. (Ban) 5, 106, 636 Apr. 21, 1992

The cl ains on appeal stand rejected under 35 U.S.C. § 103
as unpatentable over Bell or Knechtel, Ban, Dodge, Sinelunas
and Tay (Answer, page 4).2 W reverse this rejection for
reasons which foll ow

OPI NI ON

The exam ner bears the initial burden of presenting a
prima facie case of obviousness. |In re Cetiker, 977 F. 2d
1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992). “It is
insufficient to establish obviousness that the separate

el enents of the invention existed in the prior art, absent

2The exam ner apparently includes a separate rejection of
clainms 12 and 13 under 8§ 103 over “the conbined art above as
applied ... further in view of Sinelunas.” (Answer, page 7).
However, Sinelunas was already applied in the first ground of
rejection (Answer, page 4). Since this rejection stated on
page 7 of the Answer was not in the Final Rejection (see Paper
No. 8), we consider this rejection to be part of and an
el aboration of the rejection restated on page 4 of the Answer.
Furthernore, we note that the exam ner has not considered
clainms 26 through 28 in the Answer. For purposes of this
appeal, we consider clainms 26 through 28 with the rejected
clainms as per the Final Rejection (see Paper No. 8). The
om ssion of these clains fromthe Answer is harmless error in
vi ew of our decision infra.
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sonme teaching or suggestion, in the prior art, to conbine the
el ements.” Arkie Lures, Inc. v. Gene Larew Tackle, Inc., 119
F.3d 953, 957, 43 USPQd 1294, 1297 (Fed. Cr. 1997). As
stated by our reviewing court in In re Denbiczak:?

We have noted that evidence of a suggestion,
teaching, or notivation to conbine may fl ow from

t he prior art references thensel ves, the know edge
of one of ordinary skill in the art, or, in sone cases,
from the nature of the problemto be sol ved,
[citations omtted], although ‘the suggestion nore

of ten cones fromthe teachings of the pertinent

ref erences’ [citation omtted]. The range of
sources avai l abl e, however, does not dimnish the
requi renent for actual evidence. That is, the show ng
must be clear and particular. (Enphasis added).

The exam ner finds that Bell discloses a process of
maki ng a confection of peanuts by coating the peanuts with
syrup, plasticizing the nuts, conpressing the mxture to a
uni form t hi ckness, conveying the product on a belt, and
cooling the product (Answer, page 4). The exam ner also finds
t hat Knechtel discloses comm nuting popcorn to add to a peanut
brittle m xture, using a conveyor, binder and a cooling device
(id.). The exam ner recogni zes the differences between the

cl ai med subject nmatter and the primary references to Bell and

$175 F.3d 994, 999, 50 USPQ2d 1614, 1617 (Fed. Cir. 1999).
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Knechtel (id.). Accordingly, the exam ner applies Dodge, Ban,

Si mrel unas and Tay to show other limtations of the clained
subject matter (Answer, pages 4-5). However, the examner’s
concl usi on of obviousness is not based on any evidence of why
it would have been obvious to conbi ne the teachings of the
appl i ed references, even assum ng the individual references
taught each and every limtation of the clains (Answer, page
5; see the Brief, page 8).

Bell is directed to peanut brittle only while Knechtel is
drawn to a peanut brittle product with a small anount of
comm nut ed popcorn added (see Bell, col. 1, |l. 9-10;
Knechtel, col. 2, Il. 33-39). The exam ner has not
establ i shed any convi nci ng evi dence or reasoning as to why one
of ordinary skill in the peanut brittle art woul d have used
the rollers of Ban to conpress the peanut brittle m xture of
Bel | or Knechtel, especially considering that Ban is directed
to “dough or other simlar viscoelastic materials.” (col. 1
I1. 7-8). Simlarly, the exam ner has not established any
notivation or suggestion to support the proposed conbination

of Bell or Knechtel with Tay, who discloses an apparatus with



Appeal No. 1997-0164
Appl i cation 08/ 349, 300

transversely nmounted bl ades for cutting a ribbon material into
di stinct pieces (Answer, page 5). It is noted that Bel
teaches that his peanut brittle nay be scored and broken into
any desired shape while Knechtel teaches fracturing the ribbon
so that it is broken into individual pieces of peanut brittle

by use of a roller 55 having a plurality of
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proj ecting spikes 56 (see Bell, col. 4, |l. 3-10; Knechtel,
col. 5, |II. 28-41).

Dodge is directed to a popcorn coated with a thin candy
syrup (col. 2, Il. 4-8). The exam ner has not established
what suggestion would have led the ordinary artisan to conbine
this reference with the peanut brittle m xtures of Bell or
Knechtel. It is noted that the exam ner appears to apply this
reference al one against claim22 on appeal, which is in
product - by- process form (Answer, page 6). However, the
reference to Dodge, although exenplifying a popcorn bar (see
Figure 5), does not disclose or teach the limtations recited
in claim22 that the popcorn has been conpressed, that the
bi nder is a caranel syrup, or that a confectionary coating has
been drizzled on the top of the bar (see Dodge, col. 2, II. 9-
13 and 24-28). Thus the exam ner has failed to establish that
the prior art reasonably appears to disclose a product which
is identical to or only slightly different than the clai ned
product .

In re Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 ( CCPA

1980) .
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Simelunas is directed to co-extrusion of two dissimlar
materi als such as dough pieces (col. 1, |Il. 10-27; col. 2, II.
46-54). The exam ner has not set forth any suggestion as to
why one of ordinary skill in the art would have been led to

conbi ne
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the teachings of this reference with the primary references to
peanut brittle as taught by Bell and Knechtel.

Ceneral statenents regarding the notivation or suggestion
are not sufficient, such as the exam ner’s general statenents
regarding the “confection art” (Answer, page 8), “well known”
process steps (Answer, pages 9 and 11), and the use of
apparatus for “their known functions” (Answer, page 10). The
show ng of evidence regarding the notivation or suggestion to
conbi ne the references as proposed by the exam ner “nust be
clear and particular.” Denbiczak, supra.

For the foregoing reasons, we determ ne that the exam ner
has failed to establish a prinma facie case of obviousness in
view of the reference evidence. Accordingly, the rejection of

the clains on appeal under 35 U.S.C. 8§ 103 is reversed.
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The deci sion of the exam ner is reversed.

REVERSED

TERRY J. OWNENS )
Adm ni strative Patent Judge

BOARD OF PATENT

THOVAS A. WALTZ APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY SM TH
Adm ni strative Patent Judge
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L. Meroy Lillehaugen
P.O Box 1113

M nneapolis, MN 55440
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Appendi x

1. Method for form ng popcorn bars having a width and a
| ength conprising the steps of: providing popped popcorn;
providing a nolten binder; renoving any unpopped and any
partial kernels fromthe popped popcorn; coating the popped
popcorn with the nolten binder after renoval of any unpopped
and partial kernels; conpressing a mass of the coated popped
popcorn into a conpressed sheet; reducing the tenperature of
t he coat ed popped popcorn to a tenperature to solidify the
bi nder and to bind the popped popcorn; cutting the conpressed
sheet with knives into a plurality of strips having a width
equal to the wdth of the popcorn bars; and cutting the
plurality of strips with at |east one knife to a | ength equal
to the length of the popcorn bars.

22. Popcorn bar having a top, a bottom first and second
ends, and first and second sides conprising, in conbination:
popped popcorn; a binder for binding the popped popcorn in the
formof a caramel syrup fornmed by heating a m xture of water
sugar, corn syrup, nolasses, salt, oil and lecithinto a
tenperature in the order of 82° and then cooking the m xture
at a tenperature in the order of 149°C, with the top and
bott om bei ng defined by a mass of the popped popcorn coated
with the binder in a nolten formconpressed into a sheet, with
the ends and sides being forned by cutting the sheet with
knives, with the coated popped popcorn between the ends and
si des being substantially free of unpopped and parti al
kernel s; and confectionery coating drizzled in a zig-zag
pattern on the top.



